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Eur Litty & Co. v. Wm. R. Warner & Co. 
(275 Fed. Rep. 932) 


Circuit Court of Appeals, Third Circuit 
September 30, 1921 


Trape-Marxks—“Coco-QUININE” AND “Qurn-Coco”—Non-Inrrincine Be- 

CAUSE DESCRIPTIVE. 

In a suit for infringement of trade-mark, the use by appellees of 
the word “Quin-Coco” as a trade-mark for a medicinal preparation 
is not an infringement of appellant’s trade-mark “Coco-Quinine,” used 
on a similar product, as both names are descriptive, each being used 
on remedies containing cocoa and quinine. 

Trapve-Marxks—Unram Competirion—“Quin-Coco” anp “Coco-QurnIneE”— 

“Passinc Orr”—INJUNCTION. 

On appeal in a suit for unfair competition, where appellee, after the 
long use and extensive sales by appellant of a medicinal product 
under the name “Coco-Quinine,” composed of certain ingredients, in- 
cluding chocolate as a coloring and flavoring medium, devised and 
put on sale at a lower price a similar preparation wherein chocolate 
was employed to simulate the color and taste of appellant’s product, 
and which it represented to retailers as identical therewith in appear- 
ance, effect and therapeutic value, and capable of being substituted 
therefor “without detection,” it was guilty of unfair competition with 
the latter, as well as of committing fraud on the public and will be 
enjoined from using chocolate as a coloring matter in its preparation. 


In equity. From decree in favor of defendant, complainant 
appeals. Reversed. 


For opinion of the lower court, see 11 T. M. Reporter, 11. 
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E. W. Bradford, of Washington, D. C., for appellant. 

Francis Rawle and Joseph W. Henderson, both of Philadel- 
phia, Pa., and Roger S. Baldwin, of New York City, for 
appellee. 


Before Burrinaton, Woo .ey, and Davis, Circuit Judges. 


Woottey, Circuit Judge: The issues in this case are unfair 
competition and infringement of a common-law trade-mark. We 
shall give just enough of the facts to disclose the controversy and 
make clear our decision, referring to the opinion of the trial court 
reported at 268 Fed. 156 for a statement in detail. 

The plaintiff, Eli Lilly & Company, a corporation of Indiana 
engaged in the manufacture and sale of pharmaceutical products, 
put upon the market in 1899 a compound called Coco-Quinine. It 
is a liquid preparation containing quinine as its therapeutic agent; 
yerba-santa, used to disguise the bitter taste of quinine; and choco- 
late syrup, used as a coloring and flavoring medium. The plaintiff 
built up a large trade in the product by having its salesmen first 
call upon prescribing physicians and explain its merits, and then 


by selling it to druggists, who retailed it to customers on physi- 
cians’ prescriptions and on their own demand. The formula is 
not patented. 


The defendant, Wm. R. Warner & Company, a Pennsylvania 
corporation, was organized in 1908 to take over the long established 
business of William R. Warner & Company, pharmaceutical and 
chemical manufacturers. The defendant corporation, Pfeiffer 
Chemical Company and Searle & Hereth Company are under one 
ownership and control. In 1906 the Pfeiffer Chemical Company 
put on the market a compound which it called Quin-Coco, being 
identical in color, taste and composition with the Coco-Quinine of 
the plaintiff. Later, Quin-Coco was manufactured by the Searle 
& Hereth Company and distributed by Wm. R. Warner & Company, 
the defendant. In competing for the trade of retail druggists the 
defendant did not pass off its Quin-Coco as Coco-Quinine, but 
offered it on the representation that it is the same as Coco-Quinine 
and could be used as a substitute for it. 
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By its bill of complaint, the plaintiff avers that its Coco- 
Quinine was the first liquid preparation of quinine sulphate with 
the taste of quinine disguised, and the first of many similar prep- 
arations (afterward put out) to be colored and flavored with choco- 
late, and prays an injunction against infringement of its common- 
law trade-mark and against the defendant’s practices of unfair 
competition, claiming in effect the sole right to use chocolate as the 
distinguishing agent of its product. The court resolves the issue 
of unfair competition against the plaintiff on the ground that, as 
that concern does not manufacture its product under a patent, and 
as it has no exclusive right to the use of its formula or to any of its 
ingredients, the preparation may be made by anyone who, in good 
faith, acquires knowledge of its composition, and may be sold in 
open commerce on his representation that it is the same as the 
plaintiff's preparation. Hostetter v. Fries (C. C.) 17 Fed. 620. 
Thereupon, the court held that the defendant did not engage in 
unfair competition in using chocolate for the color and flavor of 
its preparation. It also held that the plaintiff had acquired no 
common-law trade-mark in the words Coco-Quinine, they being 
merely descriptive of the contents of the mixture, and that, in con- 
sequence, it could not complain when the defendant used practically 
the same words transposed to describe the same things. On the 
dismissal of the bill the plaintiff took this appeal, raising here the 
same questions that were tried below. 

We find ourselves in accord with the learned trial judge on 
the issue of trade-mark infringement. Although the plaintiff con- 
ceived the name Coco-Quinine and gave it a substantial commercial 
value (as evidenced by the large trade built upon it as well as by 
its almost literal appropriation by the defendant), the name is, 
nevertheless, but descriptive of the ingredients in the compound 
and, therefore, cannot become the subject of trade-mark. Nor do 
we find ourselves at variance with the learned trial judge on the 
law of unfair competition, argued by council with great elaboration. 
We are constrained, however, to differ with him on the application 
of the law to what we regard as the controlling facts of the case. 
While these facts are many, they go to a matter that greatly nar- 
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rows the area of the controversy and calls into operation but one 
principle of law. They are briefly as follows: 

The defendant, realizing that the plaintiff had no exclusive 
right to the formula of its preparation, duplicated it by a prepara- 
tion of its own and offered it to the trade in competition, as it had 
a right to do. But the trouble is with the manner in which it did 
it. The defendant first procured samples of the plaintiff's prepara- 
tion. Learning its ingredients, it then proceeded to make the same 
preparation. Its efforts were expended not so much in making a 
compound that would act like that of the plaintiff as they were in 
making a compound that would look like it and taste like it. It 
did not show the concern for the use of chocolate as a medium of 
color and taste that it showed in finding a chocolate that would give 
to its mixture the color and taste of the plaintiff's. In its labora- 
tory it conducted experiments with chocolates of different kinds in 
an effort to get the precise color and taste derived from the choco- 
late used by the plaintiff. For a time it was not successful, but 
eventually it succeeded. It then placed the product on the market. 
It did not send its salesmen to prescribing physicians, presenting 
to them the merits of the preparation and soliciting their favor in 
prescribing its use as did the plaintiff, but it sent its salesmen 
directly to druggists, the retail dealers, and represented to them 
that its new product, Quin-Coco, is the same as the plaintiff’s Coco- 
Quinine (referring to the latter by trade-name and maker’s name) ; 
that when Coco-Quinine is prescribed by a physician or asked for 
over the counter by a customer, Quin-Coco could be “substituted 
without detection” and “without anyone being the wiser.” Sales- 
men would at times pour both mixtures on paper to demonstrate 
the identity of colors. To induce druggists to make purchases, 
the defendant represented that substitution of Quin-Coco for Coco- 
Quinine was not only practicable, but profitable, because Quin-Coco 
was cheaper. 

We find this practice of the defendant’s salesmen fully estab- 
lished by the evidence of an unusual number of witnesses, and that 
the practice, followed by its salesmen with the sanction of their 
superiors, was so general that the defendant is charged with knowl- 





ELI LILLY & CO. V. WM. R. WARNER & CO. 5 


edge of it and is, accordingly, answerable for it in the measure 
prescribed by law. This measure turns on two questions: 

The first question is one of fact—whether it is fraud for a 
druggist to substitute a drug for the one called for by a physician’s 
prescription or by a customer directly. That substitution of drugs 
is fraud upon the consumer, who from the very nature of the trans- 
action, is helpless to protect himself, is so obvious as to require no 
discussion. For the protection of those who are exposed to the 
dangers of such fraud, courts will exercise to the utmost all the re- 
sources of the law. We have no doubt that the substitution of 
Quin-Coco for Coco-Quinine extensively practiced by druggists 
amounted to fraud and of the same opinion were a number of the 
very druggists who practice the deception. This then was fraud, 
but it was the fraud of druggists. 

The next question is one of law—whether in counseling such 
fraud and in supplying the means with which to effect it (that 
means being in itself quite innocent) the defendant also was guilty 
of fraud. Put in this way the question is not whether the defendant 
can be held responsible for the fraud of third parties, the ultimate 
sellers (Hostetter v. Fries [C. C.] 17 Fed. 620), but it is whether in 
counseling fraud and in supplying an innocent means with which 
to bring it about the defendant has itself committed fraud. This 
question turns not alone on the character of the means. Admittedly, 
the plaintiff has no monopoly in its formula nor has it an exclusive 
right to the use of any of its ingredients. This leaves the defendant 
and everyone else free to duplicate the plaintiff's preparation and 
enter the trade in competition, if in so doing, they do not infringe 
the right of consumers not to have passed off on them the product 
of one maker as the product of another. This right resides in the 
public without regard to whether the party for whose goods another 
product is passed off has or has not a monopoly in them or an 
exclusive right to use certain of their distinguishing ingredients. 
A customer has a right to get what he calls for and pays for. If 
the effect of a practice is to deceive an unwary customer and lull 
him into the belief that he is getting what he asked for when in 


fact he is getting something else, the practice is illegal because a 
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fraud upon him. And this is so (certainly where, as in this case, 
the purpose as well as the effect was to deceive the consumer) even 
when the dress or get-up of the substituted preparation is open to 
everyone. Thus in the case of Lever v. Goodwin, 57 Law Times 
Reports, 583, 4 R. P. C. 492, the plaintiffs put their soap into 
wrappers of imitation parchment paper (which was then not a 
common thing), and printed (which was unusual) some letterpress 
or it in spaced or broken type. The defendants put up their soap 
in wrappers of imitation parchment paper, and they also printed 
on the wrappers letterpress in spaced or broken type. The letter- 
press was quite different from the plaintiffs’, and the defendants’ 
name appeared in capitals four times among the letterpress, but 
the court found that though the printing was wholly different, the 
effect of the get-up was to mislead the customer, and held the 
practice unlawful notwithstanding the plaintiffs had no monopoly 
either in the kind of paper used as a wrapper or in the style of 
printing appearing upon it. Of like opinion was the courtin Coca- 
Cola Co. v. Gay-Ola Co., 200 Fed. 720 [38 T. M. Rep. 1], 119 
C. C. A. 164 (C. C. A. 6th), where the defendant used the free 
agent of caramel to simulate the color of the preparation it was 
imitating. These English and American decisions are authority 
not only for the law that the innocence of the instrument of fraud 
does not per se avoid unfair competition, but also for the law that 
in supplying the instrument (with similarities which singly would 
not be unlawful) the defendant cannot avoid responsibility for the 
part it took in the fraud committed—or completed—by the other. 


In the Lever Case the retail dealer was not deceived in purchasing 
the product. Neither was he deceived in the Coca-Cola case; nor 
in this case. The dress of the product in each case as it went to 


the dealer was entirely distinctive. The evident purpose in each 
case was to deceive not the retail dealer, but the ultimate con- 
sumer. For the consumer in this case the preparation was rebot- 
tled. To him it came, not in the distinctive dress in which it reached 
the retail dealer, but naked. The only mark it had was that of 
color, which (as in the Coca-Cola Case) the defendant labored to 


make non-distinctive. Having counseled fraud upon the ultimate 
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consumer and having put in the hands of the retail dealer the means 
of committing the fraud, there is no room for the defendant to shift 
the blame to the retail dealer and no ground for the defendant to 
say that it is not answerable for the part which it itself played in 
the deception of the consumer. Certainly the defendant was an 
accomplice, if not the principal, in the practice. Lever v. Good- 
win, 57 Law Times Reports (N.S.) 583, 4 R. P. C. 492; Coca-Cola 
Co. v. Gay-Ola Co., 119 C. C. A. 164, 200 Fed. 720 [3 T. M. Rep. 
1]; Garrett v. Garrett, 24 C. C. A. 178, 78 Fed. 472, 476 (C. C. A. 
6th); Royal Co. v. Royal, 122 Fed. 337, 345, 58 C. C. A. 499; 
Kalem v. Harper, 222 U. S. 55, 63, 32 Sup. Ct. 20, 56 L. Ed. 92, 
Ann. Cas. 1918A, 1285, 38 Cyc. 778, notes; Cutler, on Passing Off. 

With unfair competition thus established, we think an injunc- 
tion should issue restraining the defendant, directly or indirectly, 
from inducing and enabling retail drug dealers to substitute Quin- 
Coco for Coco-Quinine. But it is said that such an injunction 
would deprive the defendant of using, as a coloring agent, an in- 
gredient admittedly free to everyone. That is true, but, as we are 
deciding this case on conduct rather than on chocolate, we think the 
defendant has forfeited its right to the use of chocolate as a color- 
ing agent because of its misuse; namely, the double fraud upon the 
public and a competing producer. That the defendant may no 
longer derive advantage from its own fraud by resort to an ingre- 
dient the use of which otherwise is lawful, we direct the court below 
to award an injunction restraining it hereafter from using chocolate 
as a coloring matter in its preparation named Quin-Coco. The only 
practical way of protecting the public and the plaintiff from a con- 
tinuance of its unfair practices is to deprive the defendant of the 
ingredient by which alone it made those practices effective. 

It should be noted that by this decision the plaintiff is not 
given a monopoly in the use of chocolate. Therefore, the injunc- 
tion restraining the use of chocolate in a liquid preparation where 
the taste of quinine is masked will extend only to the defendant 
whose practices with reference to it have been unlawful. We are 


not adjudicating the acts and responsibility of other makers of 
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similar preparations, for with respect to them we have not been 
informed of wrongdoing. 


The decree below is reversed, with costs. 


KiINNEY-Rome Co. v. FEDERAL TRADE COMMISSION 
(275 Fed. Rep. 665) 


United States Circuit Court of Appeals, Seventh Circuit 
September 8, 1921 


Unrair CompetirionN—GIvING oF Premiums BY MANUFACTURER TO SALES- 
MAN—APPEAL FROM OrpeER OF FeEpERAL TRADE CoMMISSION—AN- 
NULLMENT. 


The giving of premiums by the petitioner, a manufacturer of bed- 
springs, as an inducement to salesmen to push the sale of its products 
was not unfair competition within the meaning of the Federal Trade 
Commission Act, and the Commission’s order to “cease and desist” is 
annulled. 

Petition to review an order of the Federal Trade Commission. 
Order annulled. 


Colvin C. H. Fyffe, of Chicago, Ill., for petitioner. 
Marshall B. Clarke, of Washington, D. C., for respondent. 


Before Evans, and Page, Circuit Judges, and Carpenrer, 
District Judge. 


Page, Circuit Judge: This is an original petition filed by peti- 
tioner to review an order made by the Federal Trade Commission, 


respondent, in a proceeding wherein respondent had filed its com- 


plaint, charging that petitioner was engaged in manufacturing and 


selling bed springs in interstate commerce in direct competition with 
other corporations similarly engaged, and that— 


“Respondent [petitioner] for more than one year last past, with the 
intent, purpose, and effect of stifling and suppressing competition in the 
manufacture and sale of bed springs and kindred products, in interstate 
commerce, has given and offered to give premiums, consisting of necktie 
sets, * * * to the salesmen of merchants handling the products of the 
respondent [petitioner] and those of its competitors, as an inducement to 
influence them to push the sales of respondent’s [petitioner’s] products, 
to the exclusion of the products of its competitors.” 





KINNEY-ROME CO. V. FEDERAL TRADE COMMISSION 9 


The matter was submitted to the respondent upon an agreed 
state of facts, in substance as follows: 


“That the respondent, the Kinney-Rome Company, in the course of its 
business of manufacturing and selling ‘De Luxe’ bed springs, has * * * 
given and offered to give premiums, such as necktie sets, etc., * * * to the 
salesmen of merchants handling the products of the respondent and those 
of its competitors, when such salesmen have been instrumental in making 
a sale of respondent’s ‘De Luxe’ bed springs; these premiums being given 
with the knowledge and consent and through arrangements with the mer- 
chants who are the employers of said salesmen. * * * Salesmen of re- 
spondent’s said customers do not explain the above-described system of 


premiums to persons to whom they sell the said ‘De Luxe’ bed springs, so 
far as is known to respondent.” 


The findings of fact followed the stipulation of facts, and 
stated this conclusion: 


“That the methods of competition set forth in the foregoing findings, 
as to the facts under the circumstances set forth, are unfair methods of 
competition in interstate commerce in violation of the provisions of sec- 
tion 5” of the Federal Trade Commission Act of September 26, 1914. 38 
Stats. L. 717 (Comp. St. § 8836e). 


Thereupon respondent entered the order here complained of, 
which is in part: 


“It is ordered that the respondent * * * cease and desist from directly 
or indirectly giving * * * premiums, such as necktie sets, * * * to sales- 
men or employees of merchants handling the products of the respondent 
and those of one or more of its competitors, where such salesmen or 
employees have been instrumental in making a sale of the respondent’s 
products.” 


Section 5 provides that— 


“Unfair methods of competition in commerce are hereby declared 
unlawful,” and “the commission is hereby empowered and directed to 
prevent persons, partnerships, or corporations, except banks, and common 
carriers subject to the acts to regulate commerce, from using unfair 
methods of competition in commerce. 

“Whenever the commission shall have reason to believe that any such 
person, partnership, or corporation has been or is using any unfair method 
of competition in commerce, and if it shall appear to the commission that 
a proceeding by it in respect thereof would be to the interest of the public, 
it shall issue and serve upon such person, partnership, or corporation a 
complaint stating its charges in that respect.” 


In Federal Trade Commission v. Gratz, 253 U. S. 421, 40 
Sup. Ct. 572, 64 L. Ed. 993 [9 T. M. Rep. 409], it is said: 


“The words ‘unfair methods of competition’ are not defined by the 
statute and their exact meaning is in disputé. It is for the courts, not the 
commission, ultimately to determine as matter of law what they include.” 
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While the exact words “unfair methods of competition” have 
not been frequently, if at all, used in the decisions, yet “unfair 
competition” and “unfair trade,” have been repeatedly the subject 


of consideration and discussion by federal and state courts, and 
several times in this circuit. In Pillsbury v. Pillsbury-Washburn, 
etc., Co., 64 Fed. 841, 845, 12 C. C. A. 482, 486, this court said: 


“The right of appellees to relief is * * * rested upon principles applied 
by courts of equity in cases analogous to cases of trade-marks, where the 
relief is afforded upon the ground of fraud.” 


In Cole Co. v. Am. Cement & Oil Co., 180 Fed. 708, 65 C. C. A. 
105, it was stated by this court: 


“The doctrine of unfair competition is possibly lodged upon the theory 
of the protection of the public whose rights are infringed or jeopardized 
by the confusion of goods produced by unfair methods of trade, as well 
as upon the right of a complainant to enjoy the good-will of a trade built 
up by his efforts, and sought to be taken from him by unfair methods.” 


In Goodyear, etc., Co. v. Goodyear Rubber Co., 128 U. S. 598, 
at page 604, 9 Sup. Ct. 166, 168 (32 L. Ed. 535), it was said: 


“The case at bar cannot be sustained as one to restrain unfair trade. 
Relief in such cases is granted only where the defendant, by his marks, 
signs, labels, or in other ways, represents to the public that the goods sold 
by him are those manufactured or produced by the plaintiff.” 


In Howe Scale Co. v. Wyckoff, etc., 198 U. S. 118, 25 Sup. Ct. 
609, 49 L. Ed. 972, the court stated: 


“The essence of the wrong in unfair competition consists in the sale of 
the goods of one manufacturer or vendor for those of another, and, if 
defendant so conducts its business as not to palm off its goods as those 
of complainant, the action fails.” 


In International News Service v. Associated Press, 248 U. S. 
215, at page 241, 39 Sup. Ct. 68, 73 (63 L. Ed. 211, 2 A. L. R. 
293 [9 T. M. Rep. 15]), it was said: 


“Tt is said that the elements of unfair competition are lacking because 
there is no attempt by defendant to palm off its goods as those of com- 
plainant, characteristic of the most familiar, if not the most typical, cases 
of unfair competition [citing Howe Case, supra]. But we cannot concede 
that the right to equitable relief is confined to that class of cases. In the 
present case the fraud upon complainant’s rights is more direct and ob- 
vious. Regarding news matter as the mere material from which these two 
competing parties are endeavoring to make money, and treating it, there- 
fore, as quasi property for the purposes of their business, because they 
are both selling it as such, defendant’s conduct differs from the ordinary 
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case of unfair competition in trade principally in this that, instead of sell- 
ing its own goods as those of complainant, it substitutes misappropriation 
in the place of misrepresentation, and sells complainant’s goods as its 


own. 

See, also, Keystone Type Foundry v. Portland Pub. Co., 186 
Fed. 690, 108 C. C. A. 508 [1 T. M. Rep. 106]; Sterling Remedy 
Co. v. Eureka Chem. & Mfg. Co., 80 Fed. 105, 25 C. C. A. 314; 
Rathbone, Sard & Co. v. Champion Steel Range Co., 189 Fed. 26, 
30, 110 C. C. A. 596, 87 L. R. A. (N.S.) 258 [1 T. M. Rep. 259]; 
Bates Mfg. Co. v. Bates, etc., Co. (C. C.) 172 Fed. 892; West Pub. 
Co. v. Ed. Thompson Co. (C. C.) 169 Fed. 833; Manitowoc Malt- 
ing Co. v. Milwaukee Malting Co., 119 Wis. 548, 97 N. W. 389; 
Sartor v. Schaden, 125 lowa, 696, 101 N. W. 511; Regent Shoe 
Mfg. Co. v. Haaker, 75 Neb. 426, 106 N. W. 595, 4 L. R. A. (N. S.) 
147; Rocky Mountain Bell Tel. Co. v. Utah Independent Tel. Co., 
31 Utah 377, 88 Pac. 26, 8 L. R. A. (N. S.) 1153; Bissell Chilled 
Plow Wks. v. T. M. Bissell Plow Co. (C. C.) 121 Fed. 357; Am. 
Brewing Co. v. Bienville Brewery (C. C.) 158 Fed. 615. 

There are many other cases in the federal courts which cite 
the Howe and Goodyear Cases. 

It is not conceived that Congress, which laid down no defini- 
tion whatever, intended to either limit or extend the matters which 
constituted unfair methods of competition prior to the passage of 
the Clayton Act (Curtis Pub. Co. v. Federal Trade Com. [{C. C. A.] 
270 Fed. 881, 908), but that its object was the creation of a board 
of commissioners, who, as stated in the Sears-Roebuck Case, 258 
Fed. 307, 311, 169 C. C. A. 328, 327 (6 A. L. R. 358 [9 T. M. 
Rep. 399] )— 

“are to exercise their common sense, as informed by their knowledge of the 
general idea or unfair trade at common law, and stop all those trade 
practices that have a capacity or a tendency to injure competitors directly 


or through deception of purchasers, quite irrespective of whether the spe- 
cific practices in question have yet been denounced in common-law cases.” 


We conclude, from the discussion of the term “unfair competi- 


tion” by the courts, and we are of opinion, that there must be some 
fraud in trade that injures a competitor, or lessens competition, 
before it can be said that there has been used an “unfair method of 
competition.” 
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Without, perhaps, admitting petitioner’s conclusions, even if 
its premises are true, respondent vigorously assails those premises, 
saying: 

“Petitioner’s whole brief is based on this false assumption—that the 
manufacturer is justified in doing whatever the dealer may do.” 

We are of opinion that the assumption is not false, but is fully 
justified. The stipulated facts show: 


or 


These premiums being given with the knowledge and consent and 
through arrangements with the merchants who are employers of said sales- 
men.” 


It cannot be that a merchant may personally do a thing touch- 
ing his business that is legal, but that it becomes illegal when done 
by another through his procurement. When petitioner did the 
things complained of through arrangement with the merchants, the 
merchants became parties to the act. As it effected sales of their 
property, presumably they profited by the arrangement. If it was 
lawful as to one, it was lawful as to the other. 

In determining whether there was used “an unfair method of 


competition,” it must always be kept in mind that the thing com- 


plained of was done in the merchant’s business through an arrange- 
ment with him. What, then, may the merchant do? In United 
States v. Freight Ass’n, 166 U. S. 290, at page 320, 17 Sup. Ct. 
540, 551 (41 L. Ed. 1007), the Supreme Court said: 


“The trader or manufacturer * * * carries on an entirely private busi- 
ness, and can sell to whom he pleases; he may charge different prices for 
the same article to different individuals; he may charge as much as he can 
get for the article in which he deals, whether the price be reasonable or 
unreasonable; he may make such discrimination in his business as he 
chooses, and he may cease to do any business whenever his choice lies in 
that direction.” 


That case has been repeatedly approved, and a portion of that 
language was used in United States v. Colgate, 250 U. S. at page 
307, 39 Sup. Ct. 468, 63 L. Ed. 992, 7 A. L. R. 443. In respond- 
ent’s brief is asserted a self-evident truth, viz.: 

“The manufacturer has no such relation to the goods after he has 


sold them as entitles him to control their resale by the dealer.” 


This means that not only petitioner, but every manufacturer, 
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is excluded from all right to control the merchant in his resale of 
his goods. No one, then, having any right to interfere in his busi- 
ness, or to control in any way the resale of his goods, the merchant 


may do and permit to be done anything in connection with his busi- 


ness that he may see fit, and those he permits to participate in his 


business may do anything in that business permitted by him, and 


no one has any right to complain, unless that which is done amounts 
to a fraud upon his rights. If such right did not belong to the 
merchant, then he would not have the ordinary rights of contract 
that belong to every man, and he would be compelled to carry the 
burdens, risks and hazards of a business, subject, without his con- 
sent, to the control of every manufacturer who might have sold 
him a bill of goods. 

The rights which it is urged have been affected are the rights 
of other manufacturers and also the rights of the public. Unless 
that which petitioner did fraudulently affected some competition in 
which either or both were interested, then the order to cease and 
desist was improvidently entered. It is conceded that no manu- 
facturer had any right to interfere in the merchant’s business. It 
is equally true that, when any manufacturer sold to the merchant, 
he met, overcame, and ended any competition in which he had any 
interest. His interest in those goods was terminated, and when 
they again entered the channels of trade they entered as the goods 
of a new owner, along with the other goods owned by him. The 
new owner’s problems were with other retail dealers, handling 
oftentimes goods identical in make and kind with his own, and com- 
peting for the favor of the buying public. It needs no discussion 
to show that that was wholly his competition, to be met in his own 
way, by his own methods, and in it the manufacturer had no part. 
Any plan or scheme to advance one kind of goods and to keep back 
another is a matter wholly and absolutely under the control of the 
merchant in meeting his problems in his competition, and does not 
constitute a fraud, nor is it unfair to any one who does not own the 


goods. 
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Likewise the public, if it has an interest in competition has 
such interest only in the competition between different merchants. 
It has no right to demand for itself that a merchant shall set up a 
competition in his own house and between his own goods. The 
channels of trade that must be kept open for the manufacturer are 
those that run between him and other manufacturers, and neces- 
sarily end when he has sold. The channels of trade that must be 
kept open for the buying public do not run through the retailer’s 
store, but do run between the different stores seeking the favor of 
the buying public. 


We are of opinion that there can be nothing in the contention 
that some special interest in a clerk which is undisclosed to the 
buying public represents an unfair method of competition, because 
of an incentive and opportunity of the clerk to deceive the public. 
Undoubtedly the clerk, with the master’s consent, may discriminate 
between the master’s goods. All of the buying public, with at least 
ordinary knowledge and intelligence, knows that a salesman is repre- 


senting the merchant’s interest, and that every merchant may and 
very frequently does have reason for pushing the sale of one kind 
of goods more than another; but, if that were not true, it would be 
little less than absurdity to say that a salesman, who often is the 
merchant himself, in order to escape the charge of unfairness, must 
disclose to every would-be buyer his interest in the transaction in 
hand. That is just what the contention, if allowed, would lead to. 

Nor is it conceived that there is any danger from falsehood or 
misrepresentation. A salesman, with the master’s consent, may 
discriminate all he pleases between the goods he has to sell. 
Neither a salesman having a special interest in one article, where 
he has many to sell, nor a salesman with a single article to sell, has 
any right to indulge in falsehood and misrepresentation; but there 
is here no evidence of falsehood or misrepresentation. 

The order to cease and desist is annulled and set aside. 
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He tri Co. v. Sitvex Co., eT AL. 
274 Fed. Rep. 653) 


United States District Court, Eastern District of Pennsylvania 
July 25, 1921 


Trapve-Marks ann Unrair Competition—“HEtrr” ror Spark Piucs—Copy- 
ING OF UNPATENTABLE Features Nor Unrair Competition. 
Defendant by copying features of plaintiff's device not protected 

by patent and selling the imitation in competition with the latter is 
not guilty of unfair competition, when such acts are not accompanied 
by others tending to cause confusion and deceive purchasers. 


In equity. Decree for defendants. 


Chester N. Farr, Jr., and William A. Glasgow, Jr., both of 
Philadelphia, Pa., and Wallace R. Lane and George 
Mankle, both of Chicago, Ill., for plaintiff. 

Dallett H. Wilson and Edward H. Schwab, both of Bethlehem, 
Pa., and J. Bonsall Taylor and E. Hayward Fairbanks, 
both of Philadelphia, Pa., for defendants. 


Dickrnson, District Judge: Before the incorporation into the 
equity rules of the principle embodied in rule 26 (198 Fed. xxv, 
115 C. C. A. xxv) this bill of complaint would have been open to 
the charge of multifariousness. It combines in one complaint two 
wholly different and independent causes of action. One is based 
upon an averment of a trespass upon the patent rights of the plain- 
tiff; the other upon an averment of unfair competition. More than 
this, of one this court has jurisdiction and may entertain, and of 
the others by itself we can entertain jurisdiction only because of the 
consent presumed because of the waiver of the defendants’ rights 
implied by the failure to raise the question of jurisdiction. Having 
jurisdiction of the cause and of the parties in respect to one cause 
of action, this court, on the principle of doing full and complete 
justice, may of course proceed to determine all the questions raised. 
It is well, however, for the purpose of clarity, to keep the discus- 
sion of each clear of all admixture of the other. We would have 


been much helped in this effort if the parties had kept the two com- 
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plaints clear of each other. This has not always been done, either 
in the development of the facts or the discussion of the merits of 
the cause. More than this, most of the testimony was by way of 
depositions, and the record has been swelled by discursive state- 
ments, none of which is in any sense evidential and has only the 
purpose of disparagement. 

Unfair Competition This complaint will be first heard. To 
get the facts upon which this complaint is based, we have been 
forced to go over, with painful attention, the whole of the evidence 
and all the testimony of all the witnesses other than the patent 
expert testimony. The gravamen of the charge consists in aver- 
ments to the following effect: 


The plaintiff had on sale a spark plug, to the exclusive sale of 


which they not only had a proprietary right under the patent laws, 
but a make of plug which had become known to users by the dis- 


tinctive name of the “Helfi’” plug. This name, and the exclusive 
right to the use of it, had been secured to the plaintiff by its regis- 
tration as a trade-mark.. A reputation had been built up for 
plaintiff's make of plug under this name by an extended and ex- 
pensive campaign of advertising, conducted along their own lines, 
and with the aid of pictorial illustrations of artistic merit and 
original design. The services of the defendants had been enlisted 
in the marketing of this make of plug, by becoming the sellers of 
it, through which connection the defendants had learned of the 
plaintiff's plan of advertising campaign in all its methods and de- 
tails and became possessed of a list of plaintiff’s customers. 

The charge is made that the defendants broke with the plaintiff, 
ended all relations, and set up as rival contestants for plaintiff's 
trade, and in order to share in it copied not only plaintiff's make 
of plug, but followed the same advertising methods, used the same 
illustrations in the unfair, but successful, attempt to create the im- 
pression among buyers and users of spark plugs that what the 
defendants were selling was the spark plug of the plaintiff for 
for which they had built up a reputation. We are unable to make 
the fact findings upon which a charge of unfair competition could 
be based. The sincerity of plaintiff's emphatic assertions of belief 
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in the charge is due to a misconception of what unfair competi- 
tion is, and the failure to get the right view of defendants’ conduct 
and motives. 

The plaintiff claims to have been the first to put these plugs 
upon the market. We have frequently before had occasion to ob- 
serve that whenever any one has a special make of anything, for 
which he has created a market, or whenever he is the first to dis- 
cover or occupy a new commercial field, there is a proneness to set 
up an exclusive proprietorship in such specialty and to the field 
thus occupied. As has before been remarked, this feeling of ex- 
clusive ownership is so general and sincere as that there must be 
some basis for it in the common-sense of right and justice. Indeed, 
it is this common feeling which prompts the grant of the legal 
rights awarded by our patent, trade-mark and copyright laws. 


Beyond the reach and scope of these laws, however, the legal 


right does not exist, because there is otherwise no recognition by 
the law of any exclusive right. The refusal to give such recognition 
is built upon a policy of the law adopted in deference to the need 


which the public has of protection against the evils of monopoly. 


The need, as well as wisdom, of such a policy, is attested by the 
fact that the accusation most insistently made and indignantly 
repelled is that of lowering the price charged for these spark plugs. 
The fact is worthy of comment that each of these litigants deem 
this to be the most damaging accusation which can be hurled 
against the other. 

The doctrine of the law of unfair competition is wholly dif- 
ferent from the law of patent rights and has another basis. This 
is built upon the right of every man to the enjoyment of the benefits 
of the business as well as the personal reputation he has made for 
himself. No rival is permitted to deprive him of this personal 
reputation by destroying it by the arts of detraction or slander, or 
to divert the benefits of this business reputation by creating the 
deception that what the one is selling is what the other has made. 
The test of the representations made is not in the thought that 
one product is like the other, or indeed identical in kind and quality 
with the other, but in the thought of origin. What the defendants 
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did may or may not have been an ungracious thing; it may have been 
what, in the common phrase, is called “not the decent thing’’; but 
it was not unlawful, nor was it unfair in the legal sense. 

The real indictment of the defendants is found, not in the fact 
that they imposed their make of plug as the plug made by the 
plaintiff, but because they set themselves up as rivals, striving to 


supplant plaintiff's make of plug with a make of their own. It is 
true the plug in kind and accomplishments was the same plug, but 
the make was that of defendants, and not plaintiff’s. Indeed, de- 
fendants would have defeated their own purpose if they had repre- 
sented, or even permitted purchasers to think, the plugs made by 
them to be plaintiff's make of plug. 

The prompting, purpose, and accomplished result of what de- 
fendants are charged with having done was this: 

A plug was being made and sold by the plaintiff; it was a good 
plug; the defendants thought, however, the price was high, and 
that there was more money to be made through a lowered price; 
the plaintiff stood out for the higher price. Such was the situation. 
It was met by the defendants with the thought that, if the plaintiff 
had an exclusive proprietary right to market a plug of this kind, 
they of course could control its sale; otherwise, any one was legally 
free to put it upon the market. The defendants were of opinion 
that the right to sell was not exclusive, and took the risk involved 
in acting upon the soundness of this opinion. 

The position of the plaintiff is that the defendants sold a 
Chinese copy, as it is commonly called, of the plaintiff’s plug. If 
the novel features of this plug are functional, the defendants have 
infringed plaintiff's patent; if they are not functional, and because 
of this not patentable as a mere special make of plug, then the 
defendants have been guilty of unfair competition. The support 
of each horn of this dilemma is a legal right. If the claims of the 
patent are valid claims, the first has support; but there is no sup- 
port for the other in a claim to an exclusive right in a mere special 
make of spark plug lacking in patentable features. The support, 
if there is any, is in the finding of an imposition of one make upon 


purchasers for the other. This is the finding which we refuse to 
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make. Indeed, it is not possible to go ever this record without 
being impressed with the thought that the gravamen of the com- 
plaint is not so much the competitive sale by defendants of plain- 
tiff’s spark plugs as it is of the handicap imposed upon plaintiff in 
the competition for trade. 

The plaintiffs were hampered by the lack of adequate capital 
and of business prestige. They could build up their reputation only 
by building up their trade, and the want of the one was felt to 
hinder the other. They saw, with feelings of apprehension, a com- 
petitor enter the field supplied with unlimited resources, backed by 
a business reputation which sprang out of the glamor surrounding 
the name of a great steel plant. This was felt to be unfair, not 
only in the sense in which unfairness is felt when one enters into 
competition with those who are not in his class, but also because 
the defendants were thought to be seeking trade through a reputa- 
tion not their own, and one in which they had no just share. The 
resources of the defendants in money and organization enabled 
them to go into new fields which the plaintiffs could not reach, and 
to go heralded by the reputation of a name synonymous with busi- 
ness success. The plaintiffs felt themselves helpless in the face of 
such a rivalry. However much we may appreciate and sympathize 
with them in this feeling, we cannot extend to them the aid of the 
power of the law. The consequence is that their cause of action 
rests wholly upon their claim to a patent right.’ 


* * * * * * 7” * 


These conclusions result in a finding that the claims of the 
patent in issue are of no validity, and that the averments of unfair 
competition are not sustained and, in consequence, the bill of com- 
plaint is dismissed, with costs, for want of equity. 


‘That portion of the opinion relating to the patent is here omitted. Ep. 
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McI.tyHenny Company v. B. F. Trappey 
Court of Appeals of the District of Columbia 
January 3, 1922 


Trapve-Marxs—OpposiTion—A PPEAL—GEOGRAPHICAL TERM—“TaBasco”—ErF- 
FECT OF APPLICATION ON Svurr Between Parties Not Svurricient 
Grounpbs For OpposiInec. 

Where the word in dispute in a trade-mark opposition, namely 

“Tabasco,” is geographical and hence not capable of exclusive appro- 

priation as a trade-mark, an allegation by the opposer-appellant that 
appellee filed the application for its effect on a suit involving the right 
to the mark then pending between the parties is not a sufficient ground 
for reversing the Commissioner’s decision dismissing the opposition. 


Appeal from a decision of the Commissioner of Patents. 
Affirmed. 


For the Commissioner’s decision, see 11 Reporter, 273. 


F. M. Phelps and Nelson J. Jewett, both of Washington, D. C., 
and Edward S. Rogers, of Chicago, Ill., for the appellant. 
William L. Symons, of Washington, D. C., for the appellee. 


Trappey applied to the Patent Office to register a trade-mark 
for tabasco sauce, peppers in vinegar, extract of pepper, and ground 
pepper, in which occurs the word “Tabasco.” He alleged that he 
had used the mark in the specific form shown in a drawing, since 
January, 1912, and that he presents with his application a draw- 
ing and five specimens of the mark. There are in the record only 
a diagram consisting of a large shield within which is a smaller 
one bearing the word “Shield,” and two specimens on each of which 
are several words. In only one appears the word “Tabasco.” * 

MclIlhenny Company, claiming the right to the exclusive use 
of the word “Tabasco” as a trade-mark for pepper sauce, opposed 
the registration of the mark unless the word “Tabasco” was elim- 
inated from it. The company alleges that it believes that the use 
of the words “Tabasco Sauce” by Trappey is done in an effort “to 
commit the Patent Office to an apparent acceptance of the words 
* * * as a generic name for its possible effect in the suit now pend- 


The label incorporated in the opinion is here omitted as being un- 
necessary to an understanding of the case. Ep. ~ 
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ing’ wherein the company is contending with Trappey for the ex- 
clusive right to use the word “Tabasco” as a trade-mark. If this 
be not an allegation that the company will suffer damage in the 
event the opposition is not sustained, there is none. 

We decided in McIlhenny v. New Iberia E. of T. P. Co., 34 
App. D. C. 480, that the word “Tabasco” was a geographical term 
and, therefore, could not be exclusively appropriated by MclIlhen- 
ny’s Sons in vending pepper sauce. The company claims through 
the defeated party in that proceeding. We adhere to the decision 
there rendered. 

However, this holding does not prohibit the company from 
objecting to the registration of the word “Tabasco” for the benefit 
of another party, because the statute (33 Stat. 726, Sec. 6) says: 
“Any person who believes he would be damaged by the registration 
of a mark may oppose the same.” It is not necessary that the 
opposer should show a superior right to the mark. All that is re- 
quired of him is a showing that he would probably be damaged if 
registration was granted. Atlas Underyear Company v. B. V. D. 
Co., 48 App. D. C. 425 [9 T. M. Rep. 222]. If the company did 
not show this, its opposition was properly dismissed. Howard 
Company v. Baldwin Company, 48 App. D. C. 437 [9 T. M. Rep. 


116]. As we have said above, the company’s only allegation with 
respect to damages is that the company believes that the application 
of Trappey is an effort to produce a condition which possibly may 


affect a suit in which the company and Trappey are adversaries. 


The company does not allege that any damage would result to it, or 
even that it believes that damages would result; nor does it state 
any facts from which damages might be inferred. We think the 
opposition is fatally defective in this respect. 
The decision of the Commissioner of Patents is affirmed. 
ConsTaNTINE J. SmyTHu, 
Chief Justice. 
Affirmed. 
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PEOPLE v. FRANKLIN, ET AL. 
(191 N. Y. Supplement, 122 


New York Supreme Court, Appellate Division, First Department 


December 2, 1921 


TrapE-Marxks AND TrapE-NaAMEes—“FRANKLIN, Simon & Co.”—Aprreat— 

Acrion Unper Pena Provistons—Honest Use or Own SuRNAMES 

Nor CounTERFEITING—REVERSAL. 

Appellants, bearing respectively the names “Franklin” and 
“Simon,” who manufactured and sold only at their place of business 
and by sidewalk solicitation on two different streets in the City of 
New York, shirts bearing their firm name “Franklin, Simon & Co.,” 
were not guilty of counterfeiting the name of an older competitor, 
the corporation Franklin Simon & Co., used on shirts made and sold 
by it at its place of business, when such use was not calculated to 
deceive the public and was begun without knowledge of the use of 
appellee’s name on similar goods. 

Action for counterfeiting trade-mark. From sentence convicting 
them of selling goods bearing imitation of another’s trade-mark, 


defendants appeal. Judgment reversed and defendants discharged. 


Before Crarke, P. J., and Laveunuin, Dowxuine, Pace, and 
MERRELL, JJ. 


John McKim Minton, Jr., of Edwards, Murphy & Minton, of 
New York City, for appellants. 

Robert D. Petty, and Edward Swann, District Attorney, both 
of New York City, for the People. 


LauGuuin, J.: The defendants were tried and convicted on 
an information accusing them of a violation of section 2354 of the 
Penal Law (Consol. Laws, c. 40) in selling on the 30th day of 
April, 1920, shirts to which it is charged, was attached an imitation 
of the trade-mark of another without its consent. Subdivision 3 
of said section, under which the conviction was had, provides, so 
far as here material, that a person who— 


“knowingly sells, or keeps or offers for sale, an article of merchandise to 
which is affixed a false or counterfeit trade-mark, or the genuine trade- 
mark, or an imitation of the trade-mark of another, without the latter’s 
consent, * * * is guilty of a misdemeanor. * * *” 


The charge here is that defendants sold the shirts with an 
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_ 


imitation of the trade-mark of “Franklin Simon & Co., New York,” 
the well-known house on Fifth Avenue at the southwest corner of 
Thirty-Eighth Street, affixed to each. Section 2350 of the Penal 
Law, so far as applicable here, defines a trade-mark as: 

“A mark used to indicate the maker, owner or seller of an article of 
merchandise, and includes, among other things, any name of a person, or 
corporation, or any letter, word, device, emblem, figure, seal, stamp, 
diagram, brand, wrapper, ticket, stopper, label or other mark, lawfully 
adopted by him, and usually affixed to an article of merchandise to denote 


that the same was imported, manufactured, produced, sold, compounded, 
bottled, packed, or otherwise prepared by him.” 


And section 2353 defines an imitation of a trade-mark as: 


One “which so far resembles a genuine trade-mark as to be likely to 
induce the belief that it is genuine, whether by the use of words or letters, 
similar in appearance or in sound, or by any sign, device or other means 
whatsoever.” 

At the time specified in the information, the defendants and 
another were engaged as copartners under the firm name of Frank- 
lin, Simon & Co. in manufacturing and selling men’s shirts at room 
207 in the building known as 32 Union Square, borough of Man- 
hattan, New York. They used on the shirts manufactured and sold 
by them a label as follows: “Franklin, Simon & Co., New York,’— 


which was their firm name. The surname of one of the members 


was Franklin, and of another Simon, and the third was represented 


by “& Co.” One Baldwin, an employee of the corporation Franklin 


Simon & Co., testified that it had been engaged, among other things, 
in manufacturing and selling men’s shirts, using as a label its cor- 
porate name, viz.: “Franklin Simon & Co., New York,” for upwards 
of eight years, and that he called at the defendant’s place of busi- 
ness and purchased two shirts having thereon the label, “Franklin, 
Simon & Co., New York,’ but that no representation was made 
with respect to the defendants’ having any connection with the 
corporation. He and another employee of the corporation also 
testified that its label was in old English script with the block type 
for “New York,” and that the only difference between it and the 
label used by the defendants was the comma between the names 
Franklin and Simon in the defendants’ label. The defendants’ 


label, however, was printed, and it appears from an exhibit in the 
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case that the labe! of Franklin Simon & Co. was woven; and al- 
though there is some confusion in the evidence with respect to the 
color of the label of the corporation, arising from the introduction 
in evidence of a label in its name woven in red, still the preponder- 
ance of the evidence shows that the print or weave of the labels on 
the shirts of both the defendants and the corporation was black. 
The defendant Simon testified that, when Baldwin called, he stated 
that he had seen one of the defendants’ circulars and would like 


to buy some shirts; whereupon Simon asked if he wanted Jersey 


silk, and thereupon Baldwin inquired whether the defendants had 
any connection with the Fifth Avenue store, and he replied in the 
negative and stated that the defendants manufactured their own 
shirts and, in effect, could sell cheap, and that they did not make a 
practice of selling to the retail trade, and quoted prices which 
Baldwin said were cheap, and that he sold two shirts to Baldwin 
and, at his request, gave him a receipted bill therefor, bearing the 
heading, “Franklin, Simon & Co., Jobbers in Shirts and Ties, 32 
Union Square (Room 207).”” The defendant Franklin testified that, 
when Baldwin asked whether they had any connection with the 
Fifth Avenue house, Simon replied that they were individuals, and 
the Fifth Avenue house was a corporation; and Baldwin admitted 
that Simon so stated. He also testified that years ago he and Simon 
followed the circuses, selling lemonade, for about ten years, and 
that before that he was a taxicab driver, and that the defendants 
engaged in manufacturing and selling shirts about four months 
before the trial, which was on June 4, 1920; that when the defend- 
ant formed the copartnership he consulted a lawyer with respect to 
whether they could use the name Franklin, Simon & Co., and they 
were advised that they were at liberty to use their own names, but 
that, when they attempted to file their copartneship articles in the 
county clerk’s office, they were rejected; that he had known the 
corporation Franklin Simon & Co. only as a ladies’ department store, 
and not as a gents’ furnishing store; that, when they ordered the 
printing of the label, they gave the printer their business card 
showing their firm name in old English script. On cross-examina- 


tion he testified that in addition to selling shirts at their place of 
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business they sold them along Broad Street and Wall Street, but 
that they sold them by asking people whether they wanted to buy 
shirts, and not by showing the labels. The defendant Simon testi- 
fied that, when they ordered the labels, the printer advised them 
that every other house used the old English script and the block 
type for “New York,” and the defendants informed him they would 
use the same; that the first they had heard that it was claimed that 
their label resembled that of the corporation, Franklin Simon & 
Co., was when they were called to the district attorney’s office on 
the 28th of April, about a week before the prosecution was insti- 
tuted, and that they were not then advised to discontinue using 
their labels. The printer who printed the labels for the defend- 
ants testified that the order was given by the defendant Franklin, 
who showed him the defendants’ business card and instructed him 
to use the same type as that on the card, and that nothing was said 
about the corporation, Franklin Simon & Co. 

I am of opinion that the conviction was not warranted by 
the evidence. There is no evidence of any criminal intent on the 
part of the defendants, or that, in providing a label for goods of 
their own manufacture, they attempted to copy or imitate that of 
the corporation, Franklin Simon & Co., or that any one was de- 
ceived by the label used by the defendants, or would be, or that it 
was likely that the public would be deceived or was liable to be de- 
ceived thereby. In construing these provisions of the Penal Law, 
it must be borne in mind that they recognize that an individual’s 
name may become his trade-mark. I am of opinion that the Legis- 
lature did not intend to prohibit people from engaging in business 
under their own names, and did not intend to preclude them from 
using labels appropriate to show that they were the manufacturers 
of their own goods. The same is true, I think, with respect to a 
lawful firm name, as was the firm name adopted by the defendants. 
There is no evidence that the defendants were aware that it was 
claimed that their label was an imitation of the trade-mark label of 
the corporation, Franklin Simon & Co., until they were summoned 
to the office of the district attorney, two days prior to the sale on 


which the conviction was predicated; and I am of opinion that they 
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were not then required to discontinue the use of their label. As- 
suming that their testimony, which is not controverted, is true, they 
did not sell goods with the label affixed knowing that it was an 
imitation of the trade-mark of another, for it was not such an 


imitation, but, on the contrary, was their true and lawful firm name, 
and only so intended. The record is barren of any evidence that 


this label so far resembled the trade-mark label of the corporation, 
Franklin Simon & Co., as to be likely to induce the belief that it 
was the genuine label of the corporation. It does not appear that 
shirts are sold according to the labels they bear. Surely no one 
purchasing of the defendants at their place of business would be 
misled into believing that he was buying shirts manufactured by 
the corporation, Franklin Simon & Co., and it does not appear that 
the corporation is or has been selling shirts on Broad or Wall 
Street or elsewhere than at its place of business. 

It follows that the judgment should be reversed, and the de- 
fendants discharged. 


Settle order on notice. 


CuiarKeE, P. J., and LauGuumn, Pace, and MERRELL, JJ., 
concur. 


Dow.uinea, J., dissents. 


PrEopLe OF THE State oF New York v. J. B. Orkin Corporation 
(New York Law Journal, January 11, 1922 


City Magistrates’ Court, City of New York 
January 11, 1922 


Trapve-Marks—“Marvetia” Crora—FaiseLty ApvertTIsING SAME AS ForMING 

Part oF Goons A MIspEMEANOR. 

The publication by defendant corporation that coats sold by it 
contained material known to the trade as “marvella,” same being the 
lawful trade-mark of another, when such garments in fact contained 
no material of that description, constitutes false and misleading ad- 
vertising, and is punishable both under the Code of City Ordinances, 
and under Section 421 of the Penal Law of the State of New York. 
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- 


Cohen, Gutman § Richter (Theodore B. Richter and Stanley 
L. Richter of counsel) all of New York City, for com- 
plainant. 

Stein and Salant (Joseph J. Cunningham of counsel) all of 
New York City, for defendant. 


Moses R. Rytrensere, City Magistrate. 


The defendant, J. B. Orkin Corporation, is and was doing 
business, as appears by its advertisement and by the evidence in 
this case, on Thirty-fourth Street, between Fifth Avenue and Broad- 
way. On the 14th of October, 1921, there appeared in the New 
York Evening Journal, as appears by the uncontradicted evidence, 
the advertisement which, according to the testimony in this case, 
cost at least the sum of $300, in the heading of which advertisement 
appears “Orkins. A coat event, offering amazing values. Lux- 
uriously fur-collared coats at the attractively low price of $44.00, 
originally made to sell to $69.75.” Under the heading of “ma- 
terials” there appears the word “marvella.” It appears further 
from the uncontradicted testimony in this case that the material 
“marvella” is a well-known material known to merchants and cus- 
tomers. It has been on the market for a number of years. It 
appears further that one of the witnesses, a young lady, together 
with the complainant, on the 15th day of October, 1921, at an early 
hour in the morning on Saturday appeared at the place of business 
of the J. B. Orkin Company, doing business under the name of 
“Orkins,”’ and was waited upon by a saleslady whose name the 
witness gave upon the record as Miss Bigane, and asked to see one 
of the marvella coats advertised for sale for the sum of $44. 
She was shown by and purchased from this salesday a coat pur- 
porting to be made of marvella for the sum of $44, which, on the 
undisputed evidence, was not in fact made of marvella cloth. The 


price asked is immaterial. According to the testimony there were 


coats there advertised on October 14, 1921, for sale purporting to 
be made of “marvella” cloth. The merchants of the city of New 


York have a reputation to maintain. Whatever reflects upon the 


conduct of business of merchants conducting department stores and 
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other kinds of business reflects upon the city at large. It has been 
said, whether it is true or not I don’t know, that trade with foreign 
countries by citizens of this country is often seriously hampered by 
reason of unfair dealings by our merchants with foreign countries, 
especially South American countries. Merchants of other countries 
obtain an advantage over our citizens thereby. The honest mer- 


chant who advertises his merchandise, expecting to make a reason- 


ble and fair profit, cannot succeed if other merchants in this city 


advertise merchandise for sale if they do not sell or offer for sale 
the merchandise which they so advertise. The public is entitled 
to be protected against false and misleading advertisements. The 
Legislature has taken that fact into consideration, and endeavored 
to protect the public against false advertising, and so has the board 
of aldermen. There is a statute known as Section 421 of the Penal 
Law which makes it a misdemeanor to offer merchandise for sale 
by means of misleading, untrue and deceptive advertisements, either 
in a newspaper, circular, pamphlet, letter, handbill, poster, sign 
or placard. The board of aldermen have passed an ordinance, 
known as Chapter 27, Section 1, similar to this section of the Penal 
Law, by which magistrates are given summary jurisdiction, so that 
a violator of the law may be swiftly and quickly punished, and he 
and others similarly inclined may be deterred from committing 
similar offenses. The statute, or ordinance rather, under which the 
corporation has been held provides, among other things, that “any 
person who with intent to sell or in anywise dispose of merchandise, 
securities, services or anything offered, directly or indirectly, by 
such person to the public for sale or distribution, or with intent to 
increase the consumption thereof or induce the public in any manner 
to enter into any obligation relating thereto, or to acquire the title 
thereto or any interest therein, makes, publishes, disseminates, cir- 
culates or places before the public, or causes, directly or indirectly, 
to be made, published, disseminated, circulated or placed before the 
public, in any newspaper or other publication sold or offered for 
sale upon any street or public place, or on any placard, advertise- 
ment or handbill exhibited or carried in any street or public place, 


or on any banner or sign flying across the street or from any house, 
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an advertisement of any sort regarding merchandise, securities, 
service or anything so offered to the public, which advertisement 
contains any assertion, representation or statement which is untrue, 
deceptive or misleading, shall be punished by a fine of not less than 
$25 nor more than $250 or by imprisonment or not less than five 
days nor more than six months, or by both such fine and imprison- 
ment.”’ 

I find the defendant guilty, but the defendant charged with 
and convicted of the violation of said ordinance, being a corpora- 
tion, it is impossible to impose any punishment other than a fine. 
I therefore fine the defendant the sum of $150. 
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Ex PARTE CHANNEL CHEMICAL COMPANY 
(293 O. G. 877) 


December 14, 1921 


Trapve-Marxks—“Cepar” For Harpwoop FLioors anp WoopworK—No TRADE- 
Mark Use Apart From “O-Cepar” ann “CeparInge”—REFUsED. 
Applicant’s use as trade-marks of the words “Cedarine” and 
“O-Cedar” does not constitute use of the component “Cedar” as a 
trade-mark. 
Trapve-Marxs—“Cepar” Descriperive—MarKk ReGistRaABLE ONLY IN Its EN- 
TIRETY. 
“Cedar,” as a trade-mark for floors and furniture is descriptive; 
moreover, applicant cannot mutilate his mark and register the de- 
scriptive part, as the entire mark only should be registered. 


Appeal from a decision of the Examiner. Affirmed. 


Mr. Joseph B. Lawler and Messrs. Milans § Milans for the 
applicant. 


FENNING, Assistant Commissioner: This is an appeal from 


. . 


the decision of the Examiner of Trade-Marks refusing to register 
as applicant’s trade-mark for polish for hardwood floors, wood- 


work, furniture, automobiles, and other goods the word “Cedar.” 
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Applicant claims use since the year 1886. The labels filed as 
specimens show “O-Cedar.” An affidavit of Mr. Channel in the 
file indicates that the use of “O-Cedar” began in 1907, and that 
applicant relies for its 1886 date upon a registered mark ‘‘Cedar- 
ine,’ which it purchased in 1917, and which applicant uses as a 
mark along with its “O-Cedar” mark, but on separate goods. It 
will be seen, therefore, that applicant alleges use of a mark which 
must be registered under the ten-year clause of the Act of 1905, 
since it is clear that the word “cedar” is descriptive of a polish 
which may include oil of cedar or which may even be adapted 
especially for polishing cedar wood. 

The Examiner of Interferences has refused registration on the 
ground that trade-mark use of the word “Cedar” has not been 
shown. Applicant rests its case not on the “Cedarine” labels, but 
on the “O-Cedar”’ labels, which are filed herewith. It seems clear 
that applicant would not be allowed to register a part of the word 
“Cedarine.” (Ea parte Fitzpatrick Bros., 1919, T. M. Rep. 122, 
257 O. G. 1081; 1918, C. D. 217; 48 App. D. C. 241; Ex parte 
Stephen F. Whitman & Son, 1910, C. D. 28; 151 O. G. 198). 
Therefore no claim can be made to use prior to 1907 of the mark 
now demanded, even assuming that it is possible to lay claim to 
the present mark “Cedar” by the use of labels marked “O-Cedar.” 


I am unable to see, therefore, that applicant has shown such 


a trade-mark use of the word “Cedar” as will justify registration. 
Even if applicant’s mark “O-Cedar” is registrable as a technical 
trade-mark, it is merely because it is not the single descriptive 
word “Cedar.” Applicant cannot mutilate that mark so as to con- 
vert it into a descriptive mark and register only the descriptive 
part. It seems unnecessary to cite cases in this respect, but it is 
interesting to note that in Quaker City Flour Mills Co. v. The 
Quaker Oats Co. (214 O. G. 684, 43 App. DB. C. 260 [5 T. M. Rep. 
197] ), the Court of Appeals of the District of Columbia declined to 
allow an applicant to register the arbitrary word “Quaker” based 
on a label use of the geographic “Quaker City.” The Supreme 
Court in Beckwith v. Commissioner of Patents (274 O. G. 618, 252 
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U. S. 538 [10 T. M. Rep. 255]), speaking by Mr. Justice Clark, 
says: 

“The commercial impression of a trade-mark is derived from it as a 
whole, not from its elements separated and considered in detail. For this 
reason it should be considered in its entirety.” 

At least so far as the Patent Office is concerned, the entire 
mark should be registered. 

Applicant refers to the case of Allen v. Walker & Gibson (235 
Fed. Rep. 230 [6 T. M. Rep. 496]), in which the court said of 
“Cedarine” and “O-Cedar” that “Cedar” was the controlling word. 
Attention is also called to a decree entered in July, 1919, in the 
Circuit Court of Cook Co., Illinois, in a suit between the Channel 


Chemical Co. and Grossman Mfg. Co., from which it appears that 


“cedar” is frequently adopted by customers calling for applicant’s 


goods, and in which defendant was restrained from using the word 
“cedar” upon or as a part of or in connection with the labels on 
furniture polish. It seems from this that applicant is obtaining all 
the protection it would obtain from registration of the word “Cedar” 
of which it has shown no trade-mark use. 

It would seem that the registration in 1887 of the single word 
‘“Hunyadi” was really unnecessary for the protection of Saxlehner’s 
right. (Saalehner v. Eisner & Mendelson Company, 179 U. S. 19.) 

The Examiner of Trade-Marks is affirmed and registration of 
“Cedar” refused. 


Loose-Wites Biscuir Company v. JoHNsonN Epucator Foop 


CoMPANY 
(293 O. G. 878) 


December 14, 1921 


Trave-Marxs—Opposirion—ReEQuUIREMENT TO Fire LaBets. 
The requirement that opposer file specimens of labels is reasonable, 
and is the appropriate way to show that opposer has made use of such 
labels on its goods. 


On petition from an action of the Examiner of Interferences. 
Petition denied. 
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Messrs. Emery, Booth, Janney & Varney for Loose-Wiles Bis- 
cuit Company. 

Mr. Henry C. Thomson and Mr. Nathan B. Day for Johnson 
Educator Food Company. 


FenninG, Assistant Commissioner: This is a petition from 


the action of the Examiner of Interferences granting a motion by 


applicant for a further bill of particulars requiring the opposer 
to file specimens of its mark referred to in the notice of opposition. 
The notice of opposition shows that opposer has used the mark in- 
volved “descriptively and to indicate origin in the manner stated.” 
The Examiner of Interferences took this statement to indicate a 
trade-mark use and he seems to have been jutified. As late as 1920 
the Supreme Court, in Beckwith v. Commissioner of Patents (1920, 
C. D. 471, 274 O. G. 618, 252 U. S. 5388 [10 T. M. Rep. 255]), 
defines a trade-mark as pointing “to the origin or ownership of 
the wares to which it is applied.” It is elemental trade-mark law 
that a trade-mark “indicates origin’ and it seems reasonable to 
expect both the applicant and the Examiner of Interferences to 
assume an opposition, drawn by the able counsel who represent 
opposer, employs technical words in a technical sense in a trade- 
mark suit such as this. 

Opposer insists that the order of the Examiner of Interfer- 
ences calls for filing a label which has been affixed to the goods, 
and it is insisted that the notice of opposition does not indicate any 
such used. The order of the Examiner of Interferences is for— 
“at least one of the specimens used by the opposer ‘to indicate origin’ if 
in fact such specimens have been used.” 

It will be noted that the order merely calls for a specimen 
described in the words of the notice of opposition. The order 
further gives the opposer the option of explaining the ambiguity in 
the notice of opposition in lieu of filing such’ specimens. 

Opposer seems dissatisfied in that it reads the order as in- 
structions to file but one specimen, and it fears that the filing of 
one specimen may be an election to prove no other specimens. It 
seems clear, however, that the order can be complied with by filing 
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a multiplicity of specimens, since the order calls for “‘at least” one. 

The whole question here seems to arise from a misunderstand- 
ing by opposer of the words “ultimate facts” as employed in Wolcott 
v. National Electric Signaling Co. (2385 Fed. Rep. 224). That 
case indicates the true rule that a pleading should incorporate the 
ultimate facts. In the present instance the ultimate fact is that 
opposer has applied a certain label to its goods. The appropriate 
way to plead that fact is to present the label, and not to endeavor 
to more or less loosely describe it. If the ultimate fact is that no 
such label has been used, the order of the Examiner of Interferences 
provides for a definite statement to that effect. 

Rather than allow an opposer to urge in general terms that he 
or the general public has used something which he believes will 
prevent the registration of applicant’s mark it seems reasonable 
to require the opposition to be made definite by submission of a 
specific label. Without this, applicant may be unable to determine 
whether a motion to dismiss should be filed or not. It is believed 
that applicant should be definitely and fully informed of the facts 
opposer proposes to urge. It may be that this is a particularly 
aggravated case, since opposer suggests that it has used, in one or 
another of its plants, a large number of labels, and it may overlook 
some in filing specimens. Much more is applicant at a loss to de- 


termine which of the many labels of opposer are pertinent. 


Opposer’s chief argument seems to be directed to the procure- 
ment of an interpretation of the equity rules which would allow 
vague indefinite pleadings to be filed which would give no informa- 
tion as to the real facts of the case. This does not appeal to the 
conscience of the tribunal. 


The practice of requiring opposer to file specimens is well 
established and seems to work for good, since it produces definite, 
clear, concise issues early in the case. 


The petition is denied. 
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Titus v. Burton ANp CioME! v. THE Lappir Boy Mra. Co v. Davis 
& Voetscyu v. Yost 
(293 O. G. 879) 


December 16, 1921 


Trape-Marks—APPLIcATION FOR ReEGIstRATION—EFFECT OF FILING. 

The Trade-Marks Act provides that “the registration of a trade- 
mark under the provisions of this Act shall be prima facie evidence 
of ownership.” When, therefore, an applicant files an application, 
making therein such a showing as will justly entitle him to registration, 
the evidence is, in the absence of anything to the contrary, the same as 
when he becomes a registrant. Held that the presumption of owner- 
ship should be carried back to the date when he filed the complete 
evidence entitling him to registration. 

Trape-MarKks—DEcLaRATION OF INTERFERENCES—CHANGE IN PractTicE— 

AwnaLocy Berween Patent anp Trape-Mark App ications. 

The change in practice governing the declaration of interferences 
between applications for patents on inventions in mechanical devices, 
due to the necessity of eliminating such portions of this work as seemed 
unnecessary to the preservation of the interests of all applicants, it 
is believed should apply also to applications for trade-marks, namely, 
that the application of the senior party for the registration of a trade- 
mark which application is such as to establish a right to registration, 
should not be included in an interference with that of a junior party 
unless the latter alleges adoption and use of the mark prior to the 
date of filing of the earlier application. In such a case, where a 
question is raised as to whether the senior party has filed such an 
application, held that the rights of the parties may be established by 
an interference proceeding. 


On petition to the Commissioner to exercise supervisory 
authority. 


Mr. Hazen J. Titus pro se. 

Mr. B. G. Foster, for Burton and Ciomei. 

Mr. Max D. Ordmann, for The Laddie Boy Mfg. Co. 

Messrs. Spear, Middleton, Donaldson and Hall, for Davis & 
Voetsch. 

Mr. William N. Roach, Jr., for Yost. 


Kinnan, First Assistant Commissioner: The party Davis and 
Voetsch has presented a petition that the Commissioner exercise his 
supervisory authority to direct the Examiner of Interferences in 


charge of trade-marks to give petitioners a reasonable time to 


gather facts and submit affidavits covering the same for showing 
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that the party Yost was not, at the time of the filing of his ap- 
plication for registration, the owner of the trade-mark therein set 
forth within the purview of the trade-mark laws; also, to direct the 
Examiner of Interferences in charge of trade-marks to permit peti- 
tioners to establish by proofs that they are the owners of the trade- 
mark for which they seek registration. 

It appears an application for the registration of the trade- 
mark “‘Laddie Boy,’ as applied to toy animals, including toy dogs, 
was filed by the party Yost. The application was accompanied by 
the usual affidavit required by section 2 of the Act of February 20, 
1905, setting forth ownership and use of the mark, and by speci- 
mens of the mark as actually used. Subsequently several other ap- 
plications for registration of the same mark applied to the same 
class of goods were filed by other applicants, including petitioners. 
An interference, as provided for under section 7 of this act, was 
declared to exist. None of the parties alleged a date of adoption 
and use of the mark as early as the date on which Yost filed his 
application. Thereupon the latter, in view of the change of prac- 
tice set forth in a recent decision of the Assistant Commissioner in 
the case of the Rosenberg Company v. Phillips-Jones Company, Inc. 
(289 O. G. 411 [11 T. M. Rep. 356]), filed before the Examiner 
of Interferences in charge of trade-marks a motion to dissolve. The 
motion was denied; but by reason of the fact that the alleged dates 
of adoption and use of the mark by the junior parties were all 
subsequent to the filing date of the senior party, Yost, these 
junior parties were all cited to show cause, within a certain period, 
why judgment on the record should not be rendered against them. 
The party Burton and Ciomei filed, within this period, an affidavit 
of Burton alleging that after an investigation affiant had failed to 
find any indication that the senior party used the mark as early as 
stated in the oath accompanying the application of such senior 
party. In view of this affidavit of Burton the Examiner of Inter- 
ferences held sufficient cause had been shown and has indicated that 
he will, when the present petition has been disposed of, set times 


for the taking of testimony to determine the rights of priority as 
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between Yost and Burton & Ciomei. As to the other parties, in- 
cluding petitioners, judgment was rendered against them. 

There are two questions presented in this petition for decision 
here. First, whether the decision in the Rosenberg Company v. 
Phillips-Jones Company, Inc., should be extended to include a 
holding that for purposes of interference proceedings a regular 


application for the registration of a trade-mark, supported by an 
affidavit fully meeting the requirements of section 2, and accom- 
panied by specimens of the mark as actually used, the application 
being sufficient in the absence of opposing interests to justly entitle 
the applicant to registration, should be taken as prima facie proof 
of ownership on the date the application was filed when there has 
not yet been a registration of the mark. The second question is 
whether the party Yost has filed such an application. 

In view of the disposition of the case the answer to the first 
question need not be made at this time; but in view of the change of 
practice suggested by the decision in the Rosenberg Company v. 
Phillips-Jones Company case it is deemed advisable to consider 
such first question here. 

The change in the practice governing the declaration of inter- 
ferences between applications for patents on inventions in mechan- 
ical devices, whereby no interference is declared unless the junior 
party alleges a date of invention prior to the filing date of the 
senior party, which change is fully set forth and approved by the 
United States Supreme Court in the case of Ewing, Commissioner 
of Patents v. United States ex rel. The Fowler Car Company (238 
O. G. 983, 244 U. S. 1), was brought about by the tremendous and 
ever-increasing amount of work of this character devolving upon 
this Office and the absolute necessity for eliminating such portion 
as seemed unnecessary to the preservation of the interests of all 
applicants. From analogy it would appear that such practice 
should be extended to applications for the registration of trade- 
marks. The difference between the disclosure of an application 
for a patent for an invention in a mechanical device and one 
for the registration of a trade-mark is not overlooked. The former 
is conclusive, at least as to the possession of the applicant, of a 
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knowledge of whatever invention is clearly disclosed, while the ap- 
plication for the registration of a trade-mark is not conclusive as 
to adoption and use of the mark set forch in the case. 

Section 16 of the act herein reviewed states that— 

“the registration of a trade-mark under the provisions of this act shall 
be prima facie evidence of ownership.” 

When such an applicant has filed an application making therein 
such a showing and averment as will justly entitle him to registra- 
tion, the evidence is in the absence of anything to the contrary, the 
same as when he becomes a registrant. It would seem a fair 
deduction, and it is so held, that the presumption of ownership 
should be carried back to the date when he had filed the complete 
evidence entitling him to registration. The registration, in my 
judgment, is an act based upon a presumption of ownership which 
attached when the complete evidence was first placed in the Office. 
In the case of Wm. Wrigley, Jr., & Co. v. Norris (152 O. G. 488, 
34 App. D. C. 138) the court says: 


“The application of appellant being regular in form entitled him 
prima facie to the right of registration.” 


This decision would seem to further support the view that the 
date of filing should be regarded as the date establishing prima 
facie proof of ownership of the mark. 

If it be admitted this conclusion is correct, does evidence of 
adoption and use of the mark applied to the same class of goods by 
another, subsequent to this date of filing of the senior applicant, 
affect or rebut this prima facie proof of ownership? Upon what 
theory can this be answered in the affirmative? If all the acts set 
up in the pleadings are admitted to be true, yet if they all took 
place subsequent to the date of filing of the complete application 
of the senior party they would appear to have no bearing upon the 
question of priority unless in some manner they tend to disprove 
or rebut the allegations of such senior party. 

In view of the foregoing it is believed that, as is the practice 
in declaring interferences between applications for patents for in- 


ventions relating to mechanical devices, ordinarily the application 
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of a senior party which is such as to establish a right to registra- 
tion should not be included in an interference with that of a junior 
party, unless the latter alleges adoption and use of the mark prior 
to the date of the filing of the earlier application. 


Regarding the second question, whether Yost has filed such an 
application as entitles him to be regarded as having established 
prima facie proof of ownership, the averments set forth in the 
affidavit of Burton and the matters embodied in the brief of counsel 
for petitioners relating to the apparent inconsistencies in the 
affidavit of the party Yost, especially the last allegation as to the 
use of the mark in commerce with England and Germany, are suffi- 
cient to justify the holding that the petitioners should be permitted 
to take testimony in support of their contentions. 

The petition is granted. 














STaTEMENT OF OwNeERSHIP, management, ctc., of The Trade- 
Mark Reporter, published monthly at Burlington, Vermont, re- 
quired by the Act of August 24, 1912; Publisher, The United States 
Trade-Mark Association; Editor, Arthur Wm. Barber; Owners, 
Arthur Wm. Barber and Lanier McKee. There are no holders of 
bonds or other securities. 

Sworn and subscribed to by Arthur Wm. Barber, before me this 
twenty-seventh day of October; 1921. 


M. T. Hankins, Notary Publie, Nassau County, New York. 


(Certificate filed in New York County.) 
(My commission expires March 20, 1922.) 





